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Subject Matter
PR 251K

35 USC § 101 Inventions patentable.
(EEEHL) 355 58 10145 HL E 1) ] 3Rk A4 1 & B

Whoever invents or discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and useful

iImprovement thereof, may obtain a patent therefor, subject to the
conditions and requirements of this title.
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Recap of Bilski v. Kappos (130 S. Ct. 3218)
Bilski ZsKappos 2 44/5/ 5

US Supreme Court decision on June 28, 2010

[ 2B LB HP, 2010486 /528

Bilski’s claimed invention:
BilskiZ BTl e BH IR 2 5Kk

A method for managing the consumption risk costs of a commodity sold by a commodity provider at a
fixed price comprising the steps of:

(a) initiating a series of transactions between said commodity provider and consumers of said commodity
wherein said consumers purchase said commodity at a fixed rate based upon historical averages, said
fixed rate corresponding to a risk position of said consumer;

(b) idec?tifying market participants for said commaodity having a counter-risk position to said consumers;
an

(c) initiating a series of transactions between said commodity provider and said market participants at a
second fixed rate such that said series of market participant transactions balances the risk position of
said series of consumer transactions.

R L e N R DA R R R R PR XU AR (1 5 1% @/\HTJLQE"
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(b) U] 5 B ad it 9% B AT A SRR D0 ) Tk 7 i ) 11737 2 5 5 . J ‘
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W% 58 A G P it — R 50T 9 IAZ 55 I RS AR DL o

= No recitation of hardware or software
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Recap of Bilski v. Kappos
Bilski ZsKappos % 4/0] 5

= Patentable subject matter issues: & H) LR A4 r) 78
— Patent eligibility of processes Jj i /& W i) v] 4 F)
— Business method inventions i V. 72 & W]

= Questions presented:$2& H [ ) 2

= Whether the Federal Circuit erred by holding that a "process"” must be tied to a
particular machine or apparatus, or transform a particular article into a different
state or thing ("machine-or-transformation” test), to be eligible for patenting under
35U.S.C. § 101, despite this Court's precedent declining to limit the broad statutory
grant of patent eI|g|b|I|ty for "any" new and useful process beyond excluding patents for

"laws of nature, physical phenomena, and abstract ideas." [Answer: Yes]

= RE B&E‘/%Bm?“f‘ﬁ”EWTE?@TFIFFT#?%'JXT%E' “ HSRINAEL %féﬁfﬁ'%iﬂiﬂﬂ%ﬁ w7 AN

ey
CUL BB TR B I i (L S R 9 2T S G L
&ﬁﬁ%%ﬁ:ﬁ%&%ﬁsﬁwiﬁﬁ;ﬁm$MRé,j%§JH w e
AR b7 (=

WO R AL K IbnitE) , A (GEEVAM) 355 25101

ZITRE L RIORIP 24K, AL TH R [R5 2] o

= Whether the Federal Circuit's "machlne-or-transformatlon" test for patent eligibility,
which effectively forecloses meaningful patent protection to many business methods,
contradicts the clear Congressional intent that patents protect "method[s] of doing or
conducting business." 35 U.S.C. § 273. [Answer Yes]
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Bilski v. Kappos — The Majority View
Bilski /7Kappos F—— Z K& I,

“This Court’s precedents establish that the machine-or-transformation test
Is a useful and important clue, an investigative tool, for determining whether
some claimed inventions are processes under § 101. The machine-or-
transformation test is not the sole test for deciding whether an
invention is a patent-eligible ‘process.” (emphasis added)

“B A RSB AL, HUOS 2R B O AR B p i, i s e B
JE AT A 1014 T HLE T VAR i M B E 4 R . W TH .. P R B i
HURRAIENRIE T ERK AT R TR E—HAWTirE.

Court’s approach is not additive, even if the invention does not meet the
machine-or-transformation test (M-or-T), it is patent-eligible if it is not
directed to an abstract idea (or law of nature or natural phenomena).
BB RABGE T E A RIS AR, BV WIART S AUOC 2R 5l U AR 56 A
#E(M-or-T), WERH A Hh R AR (ELAAMAEERINS) , WAk
W & T L AR B AR



Bilski v. Kappos — The Majority View
Bilski /7Kappos F—— Z K& I,

= Statutory prior user rights defense for performing “a method of doing or
conducting business” (35 USC § 273) clarifies that business methods are
one kind of “method” that, “at least in some circumstances, [is] eligible for
patenting under § 101." . o . S

o SN TR R AT R S5 0T T B SRR (5 [ ;03 35
Fi 55 273%%) WE, ML AR Rli—— 2 DA R I —— 2 IR 5 101 5%
HIR A s T R ORI AR IR “ ik

— The contrary conclusion — that business methods are categorically excluded — renders § 273
meaningless.

— SUEH S A e —— A HERR R L i —— A 2R 273 5 A R R X

— “[W]hile 273 appears to leave open the possibility of some business method patents, it does not
suggest broad patentability of such claimed inventions.”

— JUE 273NN T VA LM AT A, (B AR WIS W AT S8 (1 ] Rk

In summary: 45 o

= No categorical “M-or-T” exclusion ¥ 440 HFER“M-or-T” K& AxifE

No categorical business method exclusion A&7 4 HE R b 7%
Explicitly declined to endorse any prior interpretations of § 101 by the
Federal Circuit, including those provided in State Street and AT&T.

A A 2 S Al Ry B 0] B R BE L0 L4 IR AT A S /T AR RS, B G /E State
Street FIAT&T % H IFIfAERE .




Bilski v. Kappos — Outcome
Bilski 7FKappos ——%47 /+/

The case was resolved narrowly based on prior holdings (Benson, Flook, and Diehr?*):
the claims are not patentable processes because they are directed to abstract ideas.
[This holding was unanimous.] ‘
IZZAE X ZE T %] (Benson, Flook, and Diehr *) K8 SCEfi# 1 53 2 e BUR 2R A
WERI T, DS 0] 12 i 5 S AR A A R — S0

“The concept of hedging, described in claim 1 and reduced to a mathematical formula in
claim 4, is an unpatentable abstract idea, just like the algorithms at issue in Benson and
Flook. Allowing petitioners to patent risk hedging would preempt use of this approach in
all fields, and would effecti\(elj}; %;rant a monopoly over an abstract idea.”

BURIEER LR Y B 9 BUR ZER AR 8RR e s, Al R 5
AR, ifgBenson FIFlook % i J (U SE—HF . Sutf LR A SRIG KBS ah i L F), i
o AT REANTNVEAE RO I8, bR BT AN SR 22T

Dependent claims, directed to “broad examples of how hedging can be used in
commodities and energy markets,” merely add field of use or “token postsolution
ﬁ))%pogﬁ%tikuﬁ S AT TR i AT BER 1T I N DR 2 i 5= AN T
% X [ \1 X‘ e “ ‘ﬂ Ej\ﬂ:ﬁ HH Dﬁlﬁ:/\ﬁ? @ X‘ y > ﬁ?i N ﬁl 7 ’ XXIE D
IV P ) 0 A AR T %Z%YMDT%@@E’J%EO )

* Gottschalk v. Benson, 409 U.S. 63 (1972); Parker v. Flook, 437 U.S. 584 (1978); Diamond v. Diehr, 450 U.S. 175 (1981)



Mayo Collaborative Services v. Prometheus Laboratories, Inc. (566
U.S. (2012))

HEL BT IR 55 2 7] 1R 2 P K IS A 5 9 5 5

= US Supreme Court decision on March 20, 2012
%lﬁﬁm&ﬁmﬁﬁ%ﬂ& (201243 H20H)
Prometheus’ patent claims directed to methods of optimizing the dose of specific
drugs used in the treatment of specific conditions
- ﬁ%ﬂ;%ﬁﬁE‘J?%W%U%ﬁ%ﬂa‘E@%E%ﬁ%ﬁ?E‘J?é?ﬁ'“ HASE R i ) 240051 = G
1.
= Question presented$¢ H 11 ] &t
— Whether 35 U.S.C. § 101 is satisfied by a patent claim that covers observed correlations between blood
test results and patient health, so that the claim effectively preempts all uses of the naturally occurring

correlations, simply because well-known methods used to administer prescription drugs and test blood may
involve “transformations” of body chemistry.

— AU O 3 Ak B e 1 A BRLA D5 24 R 1 5 35 vT REWS S AR AL SE 1) “ 86248 ”, ldR T D i T AL
SERI RIS A5 N A e 18] (AR L OGR BRI ZE3K, AEBOM R SE bR B3 16 A AR A AR AT LG
RPN, XA TAES 10157

= USSC found claims invalid under 35 USC § 101 because they impermissibly claim
laws of nature.dw =Bt N, RIELHES 1014, BORIZRIERL, BIIER R
A2 F AR EAE, ﬁ‘ﬁIXETfUtFE’J

— Reversed CAFC which had twice upheld the validity of the claims at issue.
— RIS L 32 B 1 ORI AR S SR A R ok




WIldTangent v. Ultramercial
WIldTangent 7 Ultramercial &

US Supreme Court decision on May 21, 2012

S E FmvE B e (20124E5H21H)

Patent claims a method for distributing copyrighted products over the Internet under a
monetization scheme. Patent No. 7,346,545. The consumer must view an advertisement
before receiving a copyrighted product over the Internet.

LM AR 42 PP bt AL T RIAE BRI 70 RS2 OB ER AP 7 b B 5. RS
7346545, JH 9l & AE BRI RS2 ROBUERS 77 i BT A SO T

Federal Circuit (CAFC) found the claimed invention patentable under Section 101 based
upon the requirement that a computer be used to perform the method and the
programming complexity required to carry out the claimed elements:
B YRk Bel by, fR 4 — & T B R AT 5 AT AT BOR 5K 1) 35 i 75 1) 2
2R, MKPE B ANEEL1014c, BURIZEK I AW & 1L MR 244 -
— While "the mere idea that advertising can be used as a form of currency is abstract, just as the
vague, unapplied concept of hedging proved patent-ineligible in Bilski,...the '545 patent does not

simply claim the age-old idea that advertising can serve as a currency. Instead, the '545 patent
discloses a practical application of this idea."

— R R AE R T A A A ) —— 1 A Bilski % T S RN L AR LRI FH RO S R BIE A T R R
g%gﬁ%ﬁﬁ*—...’545‘45%U#4Eﬂz%i%ﬁ‘21%§°)ﬁf%ﬂﬁﬁ1’5%HEE@BEIEIZ".E%, M B4 LR ATE T — ot XA AR 1) 55 s 2

USSC rejected the Ultramercial patent as effectively encompassing an unpatentable law
of nature.

I LB Sk Al 7 Ultramercia T, BROAHSEBR _EALE T AT LR B AR



CLS Bank v. Alice Corporation
CLS Bank 7/~ Alice Corporation %

U.S. Court of Appeals for the Federal Circuit (CAFC) decision on July 9, 2012
5% BRI E]_ERikBE(CAFC)RIAIR, 2012487 H9H
Patent claims involve reducing settlement risk in computerized trading
platforms.
B BRI ESRW AR N IAZ 551 6 T AR 45 XU

— U.S. District Court had dismissed the patent claims as being directed to a patent-ineligible

“abstract idea,” not unlike the abstract, risk-reducing hedging method that had been previously
invalidated by the Supreme Court in Bilski v. Kappos

— REHUTIRBER 7L ABCREER, B AR BOR ZORE N 2 A8 T MR RN “ s
55 ARTAEB 1 ski YfKappos 3¢ H o ik Be IR TR« 5 AR 9 2 RS FRD 8 b 5 92008 =

CAFC Ruling: Reversed the district court’s decision. 35 U.S.C. § 101 does
not preclude one from obtaining patents directed to computer-implemented
methods, systems and products, unless it is “manifestly evident” that they
cover an abstract idea; that is, “the single most reasonable understanding is
that a claim is directed to nothing more than a fundamental truth or
disembodied concept, with no limitations in the claim attaching that idea to a
specific application.”

CAFCHEE : WU M VLRI . B RNEEE LO1SAFEBR AT AT H T EALE IR T
RGP ER], BRAEE SRR 7% VW R B fMds; [ “MEi—Ha 8
FJERAA IS, ORISR X A EL BB I S, RO ESK P A e S I R
BN R E. 7




Bancorp Services v. Sun Life

Bancorp Services 7+ Sun Life &

U.S. Court of Appeals for the Federal Circuit (CAFC) decision on July 26, 2012
& E BRI B]_E IR (CAFC) %Y, 2012487 A26H
The patents in issue directed to managing life insurance policies.
WS LA BE XS )2 4 BN RIS DR
— The asserted claims set out a series of steps for tracking, reconciling and administering a life
insurance policy with a stable value component using computer components.

— BRI L SR — ANl SN B RS e {4 (stable value component) i B — Z& 41 T BRI
i B INTG IR ORI PR

— U.S. District Court found that the computer was not necessary for carrying out the method; it can
be performed manually, although less efficiently.

— REMITEEN T, WHHENARPATIZIAEIT LN 8T TRATIZINE, RAEBREIR.

CAFC Ruling: Upheld District Court. Patented process failed the “manifestly evident”
standard set out in CLS v Alice Bank. 35 U.S.C. § 101 precludes one from obtaining
a patent on a computer-implemented abstract process where the computer does
not play a “significant part” in the performance of the claimed invention (i.e.,
where the computer “simply performs more efficiently what could otherwise be
accomplished manually”).

CAFCHEi¥lt: i {CLSrAlice BankZE P &E I “TH NI W7 bk, HERpH I kB Al . 42 BB RES
10155, THRNERATBOR R KR IRk Rt A “ /R (BRSOl « O B st AT Ak ]
UTF-Bh5e S Thae” O 1, WIHERR ATTivt SALSE I i Sl Rk As L A
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Inequitable conduct — Background
AR AT A—T 5¢

A defense based on patent applicant’s conduct before PTO during the
patent’s application process o B .
BT FE NAE B R R I R rpons 36 [ R R AR SR I AT A AT

* Includes conduct -- such as affirmative misrepresentations of a material fact, failure

to disclose material information, or submission of false material information --
coupled with an intent to deceive the PTO

o BIRIT N0t ST R0 1 v R RR, R RE R ST R, B B A 1 S £
S ——I A 0 L ) e ) A
« If found, the entire patent can be unenforceable
o WIRBARIN, FEADLRK L [ HATE
Courts have been inconsistent in applying this defense
V258 N FH XA GO RO U] R A i) SR AN — 3
» Possibly because it is an “equitable” judgment call, which often turns on
circumstantial evidence of intent

o AIRERPINRXRE R CRIER AR, BT AR R E )55
Courts have long recognized problems with this defense
V2 [58 S e VR B A DA I A7 A 1R i)
 “the habit of charging inequitable conduct in almost every major patent case has
become an absolute plague.” Burlington Indus. v. Dayco (Fed. Cir. 1988).

o VTR ADEREHEMPIREARTEAT NI, Sl — DX RE. 7



Therasense
TherasenseZ

» Therasense v. Becton, Dickinson, 649 F.3d 1276 (Fed. Cir. 2011) (en banc)
Therasense 7/Becton, Dickinson %
- latest attempt to reform this area of the law X AN A0 (1) 72243 (1) BB 2%

+ this case will reduce availability of inequitable conduct defense

o ZERGIRD AN IE BT U I

* but how closely will it be followed? 4 out of 11 judges dissented, which reflects inconsistency
in judicial approaches to the defense

. %xﬂ%;%@ﬂ%ﬁﬂﬁ%ﬁ%%%ﬂﬁ? TIPEE AT SO R, BB T w3058 B I X IX Rl

+ this case has already been cited in over 100 District Court cases

o« ZECAAEHRI 100 T B A 5

«  “While honesty at the PTO is essential, low standards for intent and materiality
have inadvertently led to many unintended consequences, among them, increased
adjudication cost and complexity, reduced likelihood of settlement, burdened courts,
strained PTO resources, increased PTO backlo and |mpa|red patent quallté
= I{ D’ /\’ / J[.l
ﬁltﬂbuﬁ E EE’J%M?'%?K tRE“fitF iJﬂ, %%Ubﬁaxbﬂw

* “This court now tightens the standards for finding both intent and materiality in order
to redirect a doctrine that has been overused to the detriment of the public.”

o YABSIAEMCR T e BRI AN S I A ba e, DT e B AT T3 2 AR
B O B 1 P




Therasense
TherasenseZ

Held: Intent and materiality are separate requirements that must each be found
independently — there is no sliding scale
BoE: B E R R ER, AT BN A E — A BB ]UE
Held: defendant must prove patentee acted with specific intent to deceive
BoE s W L ZEIE I L ABON 8947 D B R e 30 g = 1B
— Deceptive intent must be the single most reasonable inference drawn from the all
circumstances

— SR PR P A 2B BT AT 5 DL AT H PR ME— e 15 BRI TS

— Inequitable conducts requires that applicant: Knew of the reference, knew it was material, and
made a deliberate decision to withhold it

— ARIEATHESRPIEN: TRSHEMEL, TR, JF BAEE THR4 3R 2 s voe
Held: Inequitable conduct requires “but for” materiality
B s AR IEAT R BRSO AR FH A Wy
— Would the PTO have allowed the claim if it had been aware of the undisclosed referencefii#

LR R RIS IR, RIS BB ER

— There is an exception to this requirement for “egregious conduct” %I+ “FF3H AT H” |

IR B




Cases after Therasense

Therasense &2 J5 K X4

Powell v. Home Depot (Fed. Cir. 2011)
Powell i Home DepotZ (¢ [H], 2011)

» The Federal Circuit held there was no inequitable conduct. The failure to update a Petition to Make Special
was not but-for material, and was not egregious misconduct.”

. E;@Ei;(jﬁlﬁlii)%ﬁi[ﬁ%z%‘a%, BENANIEAT A KEEE R ROIFEIA LSRR R, AR T TH A
AT

Therasense v. Becton, Dickinson, 2012 U.S. Dist. LEXIS 42100 (on remand)
Therasense 7% Becton, Dickinson %, (/& [H] #57)

» The District Court found that the patentee’s representatives had the specific intent to deceive the PTO in
withholding directly contrary positions that the patentee took in securing a European patent. If the examiner
had been provided with the information, he would have rejected the ‘551 patent.

o HXIRBGA, LRIBON AR NAT R ) i B s o Bl AR b J5g, FLRGHG 1~ AN A R AS R & A i R
FHHIBSRAH S STy SR T AT DL it Tif5 B, HRAR S In'551 %)
Aventis Pharma v. Hospira (Fed. Cir. 2012)
Aventis Pharma 7= Hospira £ [H]. 2012)

— The Federal Circuit upheld inequitable conduct finding. The District Court had held that 2 prior art references
were material to patentability and that the inventor withheld them with intent to deceive. The judge found that
the inventor lacked credibility and that the inventor had previously learned valuable information from the prior
art reference.

— IB]_EYRIRBEAERF AN IEAT AN IOE « HUXIEBEIN N, PIPFBAT BOR SRR n] LA AT S R S
E?%ﬁ%ﬂﬁé%ﬁgﬂ FATH W E K SRE U, EWINBRZ w5, JF BRI BRI 5 IR
M HIE B



Cases after Therasense

Therasense &2 J5 K X4

« The Am. Calcar v. Am. Honda Motor Co. (S.D. Cal. Apr. 17, 2012)
« The Am. Calcar 7% Am. Honda Motor Co. % (S.D. Cal. Apr. 17, 2012)

* the District Court found that Calcar committed inequitable conduct during
the prosecution of 3 patents. The court affirmed that the claims were
invalid as anticipated by a 96RL navigation system, and that the inventors
must have had access to the 96RL manual but failed to disclose it to the
PTO. XLl E, Calcarft =LA H A YN T AL IEAT R LB,
BRI ER T IE3, B ARN T —Fh96RLF ML R Ge i A B it Jf HRWI N —iE 1
ILO6RLIVT M, HIAAT ) L H) Jm Bk 5

Intent to deceive the PTO was established through circumstantial
evidence. The court stated “[i]n this case, the circumstantial evidence
weighs overwhelmingly in favor of a finding of intent to deceive.” The
patentee knew the operational details of the 96RL navigation system
were material to his inventions. He cited the 96RL navigation system in
another one of his patent applications, and also based figures in the
patent application on figures from the 96RL navigation system manual.

o S SFURAE W T AR R R . EBERH RS, e AW AT S i X
[ TR B Uk 4 s (30 P A R 1 e S A o 7 B AIBLN AITE 96RL T R Se i e/ E 4
o AR S — LR G G I HIE96RL SRS, - HAiZ LA g rh i) i 25 T
7 96RLF MR G T (I BT 1]
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Joinder in Patent Litigation

EHFRREIHIFR

Prior to ¢ 299 of the 2011 American Invents Act (AlA) taking effect,
patent owners commonly filed a single action joining multiple
defendants, with the only common link between these defendants
was being accused of infringement of the same patent
FE201 143 [E R VL (AIA) E2994 L3 |y, LA FTE Nl 7E
—ERIA T I Z A, XS 2 TR ME— L R E R E AE AR AU
FHIR )% A

Congress amended the law of patent joinder in the AlA because
problems occasioned by the joinder of defendants (sometimes
numbering in the dozens) who have tenuous connections to the
underlying disputes in patent infringement suits.

T 5 L RIR B AT R R S M TCa BER s CAmAET
A BIEIFRAPS R R, ESfEAIATR B 1L RVER & IF)F

.



Joinder in Patent Litigation

EHMFRKIE IR

= For example, in the 2010 case of Parallel Networks, LLC v. Abercrombie &
Fitch, Co., et al., (ED Texas), the plaintiff candidly explained his strategy to
the court as:
= fHilhn, 7E20104E [ Parallel Networks, LLC i Abercrombie & Fitch, Co.2—%
D TH R ) VR AR T LR
— “not to go after one defendant and ask for $30 million. It was our strategy to go after
a lot of defendants, get those issues resolved, hopefully by settlement.”

— “FFAPGEI M, BEOR3T JSeuhyiee. AT RIS LB IR S, FaE
LA ) 5 U R X S ) i, 7

— The court explained that "Plaintiff has sued over 100 Defendants [in 4 cases] with
the goal of early resolution of the disputes through settlement in a range that
essentially amounts to litigation costs. In this case, the Patent Rules and the Court’s
standard docket control order ... make defending the case almost cost
prohibitive. . . . Plaintiff's strategy presents Defendants with a Hobson’s choice:
spend more than the settlement range on discovery, or settle for what amounts to
cost of defense, regardless of whether a Defendant believes it has a legitimate
defense.”

— VRGBS AEAN AT PRI 100 R, H AR AR IR EAH S TR A A F A
L TR AR M Sy o AEIXFIEDL T, 7 LM Sl A0 WFIVE Be (R e S G e ... Al S AT
PO AEFP RS v B D P B 2 A A A AT AR IR S A e S A 2l Y T ) R A 9,
VIR 2 TP A BRI O B e MR, TG IR i e MRS O 5 BAT A i, ©




Joinder Trend Prior to the AIA
AIAZ B &I IFIA KB R
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BT 1 & R

DS =/ IR S/N
e PE SLAANPE R L ) VR4
NPE LA 1A A T




Joinder after the AIA
AIAZ [ A FETFA

President Obama signed the Leahy-Smith America Invents Act (AlA) into law
on September 16, 2011 and the anti-joinder rule went into effect that day.
BLELE 28201 14E9 H 16 H AR 36 A - L e A WIA (AIA) . REIFIF
VAR =4 H A

The AIA created a new Section 299 to the Patent Act to addresses joinder
and consolidation of trials. o \ ‘

HAIAF= A B RE R 5529945, X G IFURIA RIS FF 5 BEAE H R e

Parties who are accused infringers may be joined as defendants or
counterclaim defendants only if: ‘ ‘ .

PR AN, ANAE FAIEOL T, w] UG b 4 o5 B S R A 75«

— (1) relief is asserted against the parties, jointly, severally, or in the alternative, arising
out of the same transaction regarding the manufacture, use, or importation of the
accused product or process; and

— (D) HFERE, A s ORGSO ERARIEAT A, R SAR DG S A——3 i, AN
M, BCEACHIER T RE A . _

(2) questions of fact common to all of the defendants will arise in the action.

— (20 TEVRVA RGNS BN AT 4t SR Ui FL AT R R] 1 1) =592 )

New 299 also clarifies that joinder will not be available if it based solely on
allegations that a defendant has infrjnghed the patent in question. o
P ER299 5 NG, AN RANARYE 4 T 17U R LA a4, ARedtAT & IF

VR



Joinder after the AIA
AIAZ G A&FETFRA

= This AlA provision is not retroactive and applies onIy “to any civil action commenced
on or after the date of the enactment of th[e] Act.”

= ZAIARUEA A BEATE, HIEH T ik 2 HE B S AR RFHVRA.

= In re EMC Corp. (Fed. Clr. May 4, 2012)

= Inre EMC Corp. % B[R EVrikBe20124E5 H4H)

— In a pre-AlA case, the Federal Circuit applied a reading of the existing joinder statute in a way that is
consistent with the AIA. The court held that to join diverse defendants in an infringement complaint filed pre-
AlA, a plaintiff must show that there is “substantial evidentiary overlap in the facts giving rise to the cause of
actions against each defendant.”

— AR EVRIE B AN ATAIATI R AL, SR %AIA*?&E’J??E(%&E%%E’JA?%LV%%Ju BN, HEAE
BTAIABE L A A VR IR I e s ZiE B, A A B o A A o R JE B 0 s h
SEJRYEUE RS

= IpVenture‘v. Acer (D. Del. July 24, 2012)
= IpVentureltAcerZs Cfphr e X% Bi 201247 H24 H)

— Applied the EMC test. Claims against independent defendants cannot be joined under Rule 20's
transaction-or-occurrence test unless the facts underlying the claim share an aggregate of operative facts.

— NWHEMCEIERIL . EFX OB T A IR, ANE TW%U‘U%&%E‘J?EJ&%# ( transaction-or-occurrence )
BRI A0 VR AR ST RH 7T, AT T TS A R _
The sameness of the accused products is not enough to establish that claims of infringement arise from the
“same transaction.”
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— Unless there is an actual link between the facts underlying each claim of infringement, independently

developed products using differently sourced parts are not part of the same transaction, even if they are
otherwise coincidentally identical.
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